THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final

rejection of clainms 1 to 22, which are all of the clains

pending in this application.

W REVERSE

BACKGROUND
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The appellant's invention relates generally to
preoperative tissue |ocalization apparatus (specification, p.
1). A copy of the clainms under appeal is set forth in the

appendi x to the appellant's brief.

The prior art of record relied upon by the exam ner in
rejecting the appeal ed clains are:
Kol f f 5, 370, 640 Dec. 6,
1994
(filed July 1, 1993)

The prior art as described in pages 1-3 of the appellant's
specification (Admtted Prior Art).

Clains 1 to 3, 5to 8, 10 to 13 and 15 to 20 stand
rejected under 35 U.S.C. 8 102(e) as being anticipated by

Kol ff.

Clainms 4, 9 and 14 stand rejected under 35 U S.C. § 103

as being unpatentable over Kol ff.

Clains 21 and 22 stand rejected under 35 U S.C. §8 103 as

bei ng unpatentabl e over Kolff in view of Admtted Prior Art.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 15,
mai | ed February 1, 1999) for the exam ner's conplete reasoning
in support of the rejections, and to the substitute brief
(Paper No. 14, filed Septenber 21, 1998) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art, and to the respective
positions articul ated by the appellant and the examner. As a
consequence of our review, we nmake the determ nations which

f ol | ow.

The anticipation rejection
W will not sustain the rejection of clains 1 to 3, 5to

8, 10 to 13 and 15 to 20 under 35 U. S.C. § 102(e).



Appeal No. 1999-2030 Page 4
Appl i cation No. 08/423,077

Aclaimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
claimnust focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gr. 1983), cert.

deni ed, 465 U. S. 1026 (1984), it is only necessary for the

clainms to read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,

or 'fully net' by it."

| ndependent claim1 is directed to an opti cal
| ocalization fiber conprising, inter alia, an optical fiber
for connecting to a light source; and neans for retaining the
tip of the optical fiber proximate to a chosen location within
tissue. Cainms 2, 3, 5to 8, 10 to 13, 15 and 16 depend from

claim11. Independent claim17 is directed to an optical fiber
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| ocalization systemconprising, inter alia, a light source; an
optical fiber having a tip; a connector for connecting the
optical fiber to the light source; and neans for retaining the
tip of the optical fiber within tissue. Cains 18 to 20

depend fromclaim17.

The exam ner determ ned (answer, p. 3) that independent
claims 1 and 17 are "clearly anticipated by Kolff." In
response to the appellant's argunent, the exam ner states
(answer, p. 4) that Kolff teaches an optical fiber which is
inserted in a catheter which includes a balloon which can be

consi dered a retaini ng neans.

The appel | ant argues (substitute brief, pp. 10-16) that
Kol ff does not teach the clained retaining neans. W agree.
In that regard, we note that the clained retaining neans is
expressed in neans-plus-function format. As explained in |n

re Donal dson, 16 F.3d 1189, 1193, 29 USP(Rd 1845, 1848-49

(Fed. Gr. 1994), the PTOis not exenpt fromfollow ng the
statutory mandate of 35 U S.C. § 112, paragraph 6, which

r eads:
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An elenent in a claimfor a conbination my be expressed

as a neans or step for performng a specified function

wi thout the recital of structure, material, or acts in

support thereof, and such claimshall be construed to

cover the corresponding structure, material, or acts

described in the specification and equival ents thereof.
Per Donal dson, the "broadest reasonable interpretation” that
an exam ner may give neans-plus-function | anguage is that
statutorily mandated in paragraph six. Accordingly, the PTO
may not disregard the structure disclosed in the specification
correspondi ng to such | anguage when rendering a patentability
determ nation. Thus, in order to neet a "means-plus-function”
[imtation, the prior art nmust (1) performthe identical
function recited in the neans |limtation and (2) performthat

function using the structure disclosed in the specification or

an equivalent structure. Cf. Carroll Touch Inc. v. Electro

Mechanical Sys. Inc., 15 F. 3d 1573, 1578, 27 USPQ2d 1836, 1840

(Fed. Cir. 1994); Valnont Indus. Inc. v. Reinke Mg. Co., 983

F.2d 1039, 1042, 25 USPQ2d 1451, 1454 (Fed. Gr. 1993);

Johnston v. IVAC Corp., 885 F.2d 1574, 1580, 12 USPRd 1382,

1386 (Fed. Cir. 1989).
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In this case, the corresponding structure described in
the specification for perform ng the clained function of the
"means for retaining" are the various hooks (28, 54, 62, 72,
84, 92, 109, 114, 128) shown in Figures 1-10 and the helix
(162) shown in Figure 14. Cdearly, Kolff's balloon 46 on
cat heter 40 does not correspond to the structure disclosed by

t he appel | ant.

While there is no litnus test for an "equival ent” that
can be applied with absolute certainty and predictability,
there are several indicia that are sufficient to support a
conclusion that one elenent is or is not an "equivalent"” of a
different elenment in the context of 35 U S.C 8§ 112, sixth
par agraph. Anmong the indicia that will support a conclusion
that one elenent is or is not an equival ent of another are:

(A) Whether the prior art elenent(s) perfornms the
function specified in the claimin substantially the sane
way, and produces substantially the sanme results as the
correspondi ng el enent(s) disclosed in the specification.

Qdetics Inc. v. Storage Tech. Corp., 185 F.3d 1259, 1267,

51 USPQ2d 1225, 1229-30 (Fed. Cir. 1999);
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(B) Whether a person of ordinary skill in the art
woul d have recogni zed the interchangeability of the
el ement (s) shown in the prior art for the correspondi ng

el enment (s) disclosed in the specification. A -Site Corp.

V. VS| International Inc., 174 F.3d 1308, 1316, 50 USPQd

1161, 1165 (Fed. Cir. 1999); Chium natta Concrete

Concepts, Inc. v. Cardinal Indus., Inc., 145 F. 3d 1303,

1309, 46 USPRd 1752, 1757 (Fed. Cir. 1998);
(C Whether the prior art elenment(s) is a structural
equi val ent of the corresponding elenent(s) disclosed in

the specification. In re Bond, 910 F.2d 831, 833, 15

UsPQ@d 1566, 1568 (Fed. Cir. 1990);

(D) Whether there are insubstantial differences
between the prior art elenent(s) and the correspondi ng
el ement (s) disclosed in the specification. [M

Technology., Inc. v. Haas Automation, Inc., 206 F.3d 1422,

1436, 54 USP2d 1129, 1138-39 (Fed. Cr. 2000); Val nont

Indus., Inc. v. Reinke Mg. Co., 983 F.2d 1039, 1043, 25

USP2d 1451, 1455 (Fed. Cr. 1993).
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From our review of the record in the application, the
exam ner never specifically found that the structure of Kol ff
(e.g., the balloon 46) corresponding to the recited neans
(i.e., "nmeans for retaining . . .") was equivalent to the
structure disclosed by the appellant (i.e., the various hooks
shown in Figures 1-10 and the helix shown in Figure 14).

Mor eover, the exam ner never applied any of the above-noted
indicia to support a conclusion that the structure of Kol ff
(e.g., the balloon 46) is or is not an "equivalent" of the
structure disclosed by the appellant in the context of 35
US C 8§ 112, sixth paragraph. Thus, it is our view that the
exam ner has not nmet the burden of establishing a case of
anticipation since the exam ner has not established the
structure of Kolff (e.g., the balloon 46) is an "equival ent”

of the structure disclosed by the appellant.

In any event, in applying the above-noted tests for
determ ni ng equi val ence under the sixth paragraph of 35 U.S. C
8§ 112 to ascertain whether the structure of Kolff (e.g., the
bal l oon 46) is or is not an "equivalent"” of the structure

di scl osed by the appellant, we conclude that the structure of
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Kol ff is not an "equivalent" of the structure disclosed by the
appellant. In that regard, it is clear to us that the
structure of Kol ff does not performthe function specified in
the claimin substantially the same way, and does not produce
substantially the same result as the correspondi ng el enent

di scl osed by the appellant. Furthernore, it is our viewthat
a person of ordinary skill in the art would not have

recogni zed the interchangeability of the el enent shown in the
prior art for the correspondi ng el ement disclosed in the

appel lant's specification. Based upon the above

determ nations, we conclude that there are substanti al

di fferences between the structure of Kolff and the structure
di scl osed by the appellant. Accordingly, under the above-
noted tests for determ ning equival ence under the sixth

par agr aph of

35 U S.C. 8 112 we conclude that the structure of Kolff is not

equi valent to the structure disclosed by the appellant.

For the reasons stated above, the decision of the

exam ner to reject independent clains 1 and 17, and clains 2,
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3, 5to 8, 10 to 13, 15, 16 and 18 to 20 dependent thereon,

under 35 U. S.C. 8§ 102(e) is reversed.

The obvi ousness rejection of clainms 4, 9 and 14
W will not sustain the rejection of clains 4, 9 and 14

under 35 U.S.C. 8 103 as bei ng unpatentable over Kolff.

In the answer (p. 3), the exam ner determ ned the added
subject matter recited in dependent clainms 4, 9 and 14 woul d
have been obvious at the tinme the invention was made to a
person having ordinary skill in the art. However, for the
reasons set forth above with respect to parent claim1l, the
claimed "means for retaining" is not taught by Kol ff. Thus,
t he exam ner has not established that the clainmed subject
matter as a whol e woul d have been obvious at the tine the
i nvention was made to a person having ordinary skill in the
art. Accordingly, the decision of the exam ner to reject

claine 4, 9 and 14 under 35 U S.C. § 103 is reversed.

The obvi ousness rejection of clainms 21 and 22
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W w il not sustain the rejection of clainms 21 and 22
under
35 U.S.C. §8 103 as being unpatentable over Kolff in view of

Admitted Prior Art.

| ndependent claim 21 is directed to a nmethod for
preoperative localization of a lesion in tissue wwthin a body
part conprising, inter alia, the steps of (1) providing an
optical fiber having a fiber tip; (2) providing retention
means to retain the optical fiber within the body part; (3)
imaging the lesion within the body part; (4) providing a
medi cal instrunent having an instrument tip; (5) positioning
the instrunment tip proximate to the lesion; (6) inserting the
optical fiber and the retention neans through the nedi cal
instrunment to position the fiber tip proximate to the |esion;
(7) withdrawi ng the nedical instrunment allowi ng the retention
means to retain the fiber tip within the body part; (8)
providing a light source; (9) attaching the optical fiber to
the light source causing a light at the fiber tip; and (10)

view ng the light radiating through the body part fromthe
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fiber tip to determ ne the approxi mate | ocation of the |esion.

Cl aim 22 depends from claim 21.

In the answer (pp. 3-4), the exam ner determ ned that it
woul d have been obvious to the artisan of ordinary skill to
enploy an illum nated i nstrunment such as the fiber optical
stylet of Kolff in the prior art nmethod (i.e., hookwre
| ocalization). The appellant argues (substitute brief, pp.
19-20) that the nmethod set forth in claim?21 is not suggested

by the applied prior art. W agree with the appellant.

Qobvi ousness is tested by "what the conbi ned teachings of
the references woul d have suggested to those of ordinary skill

inthe art." 1n re Keller, 642 F.2d 413, 425, 208 USPQ 871

881 (CCPA 1981). But it "cannot be established by conbini ng
the teachings of the prior art to produce the clained
i nvention, absent sonme teaching or suggestion supporting the

combi nation." ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCr. 1984). And
"teachings of references can be conbined only if there is sone

suggestion or incentive to do so." 1d. Here, the applied
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prior art contains none. Instead, it appears to us that the
exam ner relied on hindsight in reaching his obviousness
determ nation. However, our review ng court has said, "To

i mbue one of ordinary skill in the art with know edge of the
invention in suit, when no prior art reference or references
of record convey or suggest that know edge, is to fall victim
to the insidious effect of a hindsight syndrone wherein that
whi ch only the inventor taught is used against its teacher.”

W L. Gore & Assoc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983),_cert. denied, 469 U S. 851

(1984). It i1s essential that "the decisionmaker forget what
he or she has been taught at trial about the clained invention
and cast the mnd back to the tine the invention was nade .

to occupy the mnd of one skilled in the art who is
presented only with the references, and who is normally guided

by the then-accepted wisdomin the art."” |d.

For the reasons set forth above, the decision of the
examner to reject clains 21 and 22 under 35 U S.C. 8 103 is

rever sed
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 3, 5to 8, 10 to 13 and 15 to 20 under 35 U. S.C. 8§
102(e) is reversed and the decision of the exanm ner to reject
clainms 4, 9, 14, 21 and 22 under 35 U. S.C. 8§ 103 is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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